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REMARKS 
Examiner interview 

Applicants appreciate the courteous interview granted by Examiner Johnson, III on April 
11,2008. 

Applicants agree with the contents of the Examiner's Interview Summary. The 
discussion of April 1 1 , 2008 has been considered in preparing the following response. 

Claims - Non-Statutory Double Patenting 

Claims 42, 46, 72, 73 and 77 have been cancelled to avoid an objection under 37 CFR 
1.75. 

Effect of the Preamble 

During the interview, the Examiner responded to Applicants' arguments by indicating 
that the preamble of the claims and intended use had limited patentable weight. 
However, referring to MPEP § 2111.02, it is noted there are a number of cases where 
the courts have given patentable weight to the contents of the preamble. In this case, 
the preamble and the subject matter further defined by the claims are quite directed to 
either an ocular light treatment device or a method for ocular light treatment. 

Claim Rejections - 35 USC § 103 

The Examiner rejected all of the claims of the application as being unpatentable over 
Hed (US Patent 5,301,090) in view of Czeisler et al. (US Patent 5,167,228) and 
Brainard et al. (2001 ) Action Spectrum for Melatonin Regulation in Humans: Evidence 
for a Novel Circadian Photoreceptor. J Neurosci 21(16):6405-6412. In summary, the 
Examiner has primarily alleged that Hed teaches a light therapy device including LEDs, 
Czeisler et al teach the response of the circadian system to light levels less than 2500 
lux and Brainard et al. teach ocular light therapy using light in range of 466 to 477 nm. 
Applicants have studied these references in detail and cannot agree that these 
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references alone or in combination render the claims obvious. Reconsideration is 
respectfully requested. 

First, it is submitted that Hed neither teaches nor suggests a light treatment device with 
LEDs as the light source. While Hed teaches a number of different inventions, none of 
those inventions include a light treatment device including any LEDs or LED light 
sources. In particular, it is clear from the patent description and from the patent's 
prosecution history that Hed describes at least two independent devices, one of which 
was a light therapy device using remote high intensity discharge (HID) light sources and 
light extraction including conductive cables to transmit light from the HID lights to a light 
therapy delivery location. Papers 3, 4 and 6 of the prosecution history for US Patent 
5,301,090 are attached, which clearly show that Hed disclosed a light therapy device 
invention apart from any LED devices. 

Further, Applicants submit that Hed actually teaches away from the present invention. 
In particular, whenever Hed mentions a device for modification and resetting of the 
human circadian cycle, he teaches a high intensity light with light extraction, rather than 
any LED-based solution. Hed clearly separates devices for modification and resetting 
of the human circadian cycle from any device including LED's. For example, at column 
10, lines 45 to 62, Hed states in regards to luminaires having housings with light 
emitters installed therein: 

"One of the shortcomings of the embodiments described above involves their 
application when very high levels of luminous flux are desired. Since light 
emitting diodes have an overall efficiency of converting electricity to light in the 
range of 8% to 12%, the balance of energy is dissipated as heat. When very 
high luminous output of 5000 lumens per square meter and higher are required, 
the heat generated at the luminaire may become too high for passive dissipation 
and can cause an appreciable rise in the temperature of the luminaire. ... in a 
number of environments, it is not advisable to have "live" electrical wiring 
connections in the illuminated zone. 
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/ can overcome these shortcomings by positioning the light source remotely from 
the luminaire and transmitting the light into the luminaire ..." 

It is the embodiment with remote positioning and transmission of light that Hed teaches 
is useful for devices for modification and resetting of the human circadian cycle. Later, 
at column 13, line 32 to column 14, line 15, Hed states: 

"In FIG. 7 we show a typical system ... for the implementation of shifting and 
control of human circadian cycles. ... In implementing this technology, it is 
necessary to reject very large quantities of heat ... The light sources and the 
concentrators are located in a facility, or a shelter outside the room where the 
treatment is given, and thus problems associated with heat rejection into working 
or living habitats are circumvented." 

In view of the foregoing, it is clear that Hed teaches away from installing LEDs in a 
device for modification and resetting of the human circadian cycle. The Examiner is 
reminded that combining prior art elements is not sufficient to render the claimed 
invention obvious if the results would not have been predictable to one of ordinary skill 
in the art because of a teaching away in the prior art (MPEP 2143, summarizing United 
States v. Adams, 383 U.S. 39, 51-52, 148 USPQ 479, 483-84 (1966)) and "When the 
prior art teaches away from combining certain known elements, discovery of successful 
means of combining them is more likely to be nonobvious." (KSR International Co. v. 
Teleflex Inc., 550 U.S., 82 USPQ2d 1385, 1395-97 (2007)). 

As such, it is clear that the Hed reference does not teach or suggest a light treatment 
device with an LED light source. 

Even if the Examiner continues to employ Hed against this application, the Examiner 
has admitted that Hed alone is insufficient to reject the claims since Hed does not teach 
lux levels below 2500 lux. Because of this deficiency, the Examiner has cited Czeisler 
et al. Upon review, however, it is submitted that Czeisler et al. do not teach ocular light 
treatment using light levels below 2500 lux.' Instead, Czeisler et al. teach a circadian 
phase and amplitude modification method involving the application of bright light (about 
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9500 lux) and , advantageously, also episodes of darkness. It is submitted that light 
treatments using pulses of bright light with periods of darkness, do not in any way teach 
or suggest a light treatment or an ocular light treatment device using light levels below 
2500 lux. Because of the technical nature of this assertion, we have sought a review of 
same from Dr. Raymond Lam, who is a person skilled in the art of ocular light treatment. 
With reference to the attached Declaration under 37 CFR 1.132, Dr. Lam has confirmed 
that no correlation has been shown between light treatments using pulses of bright light 
with periods of darkness and light treatments using constant low level light sources. As 
such, it is apparent that Czeisler et al. do not teach or suggest a light treatment or 
ocular light treatment device employing light levels below 2500 lux. 

Finally, the Examiner has also admitted that neither Hed nor Czeisler et al. teach ocular 
light treatment using specific treatment wavelengths. For this purpose, the Examiner 
has cited Brainard et al. We have studied the Brainard et al reference with Dr. Lam. 
Based on this study, it is submitted that Brainard et al. do not teach a method or device 
for ocular light therapy. While, Brainard et al. teach light in the 446 to 477 nm range as 
the most potent for regulating melatonin secretion, this does not necessarily mean that 
such wavelengths are suitable for ocular light therapy. Dr. Lam has confirmed this in his 
attached Declaration, wherein he states that he would not have assumed that a test 
procedure offering a single biological effect, as described by Brainard et al., would 
automatically indicate that the described treatment would be useful for ocular light 
therapy. 

It is noted that Dr. Lam has further stated that he would not apply the test results from 
studies using non-LED light sources to a device using an LED-based light source. 
Thus, it is submitted that a skilled person would not apply the teachings of either 
Czeisler et al. or Brainard et al. to arrive at a device as presently claimed. 

It is submitted that although the Examiner alleges that further claimed elements are 
taught by various of the references or by common knowledge, we do not agree with at 
least some of these rejections. However, it is submitted that no further arguments are 
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necessary in view of the significant deficiencies in the cited references already noted 
herein above. 

Conclusions 

In conclusion, Hed does not teach or suggest any of: (i) an ocular light treatment device 
with an LED light source or method for using same, (ii) an ocular light treatment device 
capable of generating less than 2500 lux at 12 inches or a method for using same or (iii) 
an ocular light treatment device selected to emit light in selected treatment wavelengths 
or a method for using same. Since Czeisler et al and Brainard et al add nothing to Hed 
in any of these regards, the Examiner is requested to withdraw the rejections under 35 
USC § 103. 

Applicants have addressed all of the rejections raised in the office action. 

In light of the foregoing, applicants submit that the claims are in a condition for 
allowance. 



BENNETT JONES LLP 
4500 - 855 - 2nd Street S.W. 
Calgary, Alberta CANADA 
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l^Thls application has been examined □ Responsive to oc 
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A shortened statutory period for response to this action Is set to expire month(s), Zrr_ days from the date of this letter. 

Failure to.respond within the period for response will cause the application to become abandoned. 35 U.S.C. 133 

P«rt 1 THE FOLLOWING ATTACHMENT(S) AHE PART OF THIS ACTION: 

1. □ Notice of References Cited by Examiner, PTO-892. 2. □ Notice re Patent Drawing, PTO-948. 

3. □ Notice of Art Cited by Applicant, PTO-1449. 

5. □ Information on How to Effect Drawing Changes, 



_ are pending In the application. 



2. □ C 

3. □ C 

4. □ C 

5. □ C 



7. D This application has been filed with Informal drawings under 37 C.F.R. 1.85 which are 

8, □ Formal drawings are required In response to this Office action. 



. Under 37 C.F.R. 1.84 these drawings 



g, PTO-948). 
has (have) been □ approved by the 



11. □ The proposed drawing correction, filed on , has been □ approved. □ disapproved (see explanation). 

12. □ Acknowledgment is made of the claim for priority under U.S.C. 119. The certllled copy has □ been received □ not been received 



accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 
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This application contains claims - directed to the following 
patentahly distinct species: of the claimed inve.nl ion: 
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Applicant is required under 35 U.S.C. § 121 to elect a 

single disclosed species for prosecution on the merits to which 

the claims .shall be restricted if no generic claim is finally 

held to be allowable. Currently, none of the claims are generic. 

Applicant is advised that a response to this requirement 
must include an identification of the species that .is elected 
consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An 
argument that a claim is allowable or that all claims are generic 
is considered nonresponsi ve unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be 
entitled to consideration of claims to add.i t.i onal species which 
are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 c.F.R. 
§ 1.141. If claims are added after the election, applicant, must 
indicate which are readable upon the elected species. M.P.E.P. 
§ R09.02 (a) . 

Should applicant traverse on the ground that the species at e 
not pal.entably distinct, applicant should submit evidence or 
■.identify such evidence now of record showing the species to be 
obvious variants or clearly admit on the record that this is the 
case. In either insl ance, if the examine* finds one of the 
jnvej.il. ions unpatentable over the prior art, the evidence or 
admission may be used in a rejection under 35 U.S.C. § 103 of the 
ot her i n vent i on . 
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Any inquiry concerning this communication should be directed 
to Richard R. Coil e at telephone number (703) 300-1953. 
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Hon. Commissioner of Patents 

and Trademarks 
Washington, D. C. 20231 

RESPONSE TO REQUIREMENT FOR RESTRICTION 

Sir: 

This is in response to the Office Action of 7 January 1993. 
REMARKS: 

The present communication is submitted in response to the 
requirement for election of species of 7 January 1993. 

Applicant hereby elects the species of FIG. 5 for prosecu- 
tion in the case and notes that the species of FIG. 5 includes an 
embodiment of FIGS. 4A - 4C representing the luminaire structure 
represented at 70 in FIG. 7. This should be apparent from the 
discussion at page 28, line 7 ff. 

Applicant recognizes that the embodiment of FIG. 1 differs 
from the remaining embodiments by the fact that the LEDs are 
internal light sources in the luminaire while all other luminaires 
disclosed require the light to be piped at least from the source 
of the point at which the light is extracted. 

The undersigned respectfully urges the Examiner to reform 
the requirement to distinguish between FIGS. 1 and 2 on the one 
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hand and the balance of the Figures on the other, rather than to 
seek election of species among Figures directed to the same prin- 
ciple, i.e. light piping. 

Be that as it may, applicant notes that, with respect to 
the claims originally presented, claims 1, 2, 3, 4, 6 and 8 appear 
to be generic and are readable upon the elected species, while 
claims 11-16, 19-21 and 22-27 are species claims which are like- 
wise readable upon the elected species of FIG. 5 - including by 
reference FIGS. 4A — 4C. 

There is no evidence as yet that generic claims are not 
allowable and hence an Action on the merits of all claims would 
appear to be in order at the present time. 



Respectfully submitted, 
THE FIRM OF KARL F. ROSS P.O. 




Herbert Dubno,Reg.No.l9,752 
Attorney for Applicant 

ef- 

Dated : 1 February 1993 

P.O. Box 900, 5676 Riverdale Ave. 

New York, New York 10471-0900 
Phone : (212) 884-6600 
FAX : (212) 601-1099 
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This application has been examined |2f Responsive to communication filed on Zl /cZ^G 3 □ This action is made fir 
A shortened statutory period tor response to this action Is set to expire 3 monthly), ~L" 



Purl I THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION: 

1. 0 Notice of References Cited by Examiner, PTO-892. 2. J5J Notice re Patent Drawing, PTO-948. 

3. □ Notice of Art Cited by Applicent, PTO-1449. 4. □ Notice of Informal Patent Application, Form PTO-152. 

S. □ Information on How to Effect Drawing Changes, PTO-1474. 6. □ 



Oftheabove.clalms /'/Of O+Jl^ ±1 H 

2. □ Claims 

3. □ Claims ; . . 



. B Claims UzliL-t ft J 3-6 



S. Claims $ ¥ {4 



6. □ Claims are subject to restriction or 

7. ISJ This application ha3 been filed with Informal drawings under 37 C.F.R. 1.B5 which are acceptable for examination purposes. 

8. □ Formal drawings are required In response 10 this Office action. 

9. □ The corrected or substitute drawings have been received on ; Under 37 C.F.R. 1.84 these drawings 

are □ acceptable. □ not acceptable (see explanation or Notice re Patent Drawing, PTO-948). 

10. □ The proposed additional or substitute sheet(a) of drawings, filed on has (have) been □ approved by the 

•examiner. D d 



11. □ The proposed drawing correction, filed on , ha3been □ approved. □ disapproved (see explanation). 

12. □ Acknowledgment is made of the claim tor priority under U.S.C. 119. The certified copy has □ been received □ not been received 

□ been filed in parent application, serial no ; filed on 

13. □ Since this application appears to be in condition tor allowance except for formal matters, prosecution as to the merits is closed In 

accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 
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Applicant's election with traverse of species III. in Paper 
No. 4 is acknowledged. The traversal is on the ground(s) that 
the election should be reconfigured by grouping species II. -V. 
together since they are related as fiber optic systems. This is 
not found persuasive because species II., IV. and V. differ from 
species III. significantly to the point in which they would 
require searches different from those required for species III. 
Additionally, the only acceptable grounds for traversal of an 
election of species is that the species are not patentably 
distinct . 

The requirement is still deemed proper and is therefore made 
FINAL. 

In a phone conversation with Mr. H. Dubno on 4/13/93 it was 
pointed out that an additional species drawn to figure 8 was 
inadvertently omitted from the office action. Mr. Dubno 
confirmed that he still wished to prosecute the invention of 
species III . . 

Claims 1-10, 17, 18, 23 and 25 are withdrawn from 
further consideration by the examiner, 37 C.F.R. § 1.142(b), as 
being drawn to a non-elected species, the requirement having been 
traversed in Paper No. 4. Applicant has stated in his election 
that 1-4, 6 and 8 are generic and that claims 23 and 25 also read 
on the elected species. However, it is the examiner's position 
that claims 1-4, 6 and 8 are not generic but read exclusively on 
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the embodiment of species I. (fig. 1) in that they call for light 



emitters in the housing and means to energize the emitters which 

would read on the LEDs of fig. 1 and not on the species of fig. 5 

in which the light guides are merely passive light transmitters 

and not energized light emitters. Additionally, it is the 

examiners position that claims 23 and 25 read on the species of 

figs. 8 and 7 respectively. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. § 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless — 
(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the 
date of application for patent in the United States. 

Claims 11, 13-16, 19, 21, 22 and 26 are rejected under 35 

U.S.C. § 102(b) as being clearly anticipated by Parker '132. 

The following is a quotation of 35 U.S.C. § 103 which forms 
the basis for all obviousness rejections set forth in this Office 
action: 

A patent may not be obtained though. the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Subject matter developed by another person, which qualifies 
as prior art only under subsection (f) or (g) of section 102 
of this title, shall not preclude patentability under this 
section- where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 



